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DETAILED ACTION 

Claims 64, 69, 71-74, 77-112 have been examined. 

Response to Amendment 
The Amendment filed on 4/30/10 is insufficient to overcome the rejection. 
Examiner further notes that this office action is in after the February 8, 2006 
decision by the Board of Patent Appeals and Interferences (BPAI) which affirmed 
the Examiner in the rejection of the claims. 

Continued Examination Under 37 CFR 1. 1 14 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 4/30/10 has been entered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 98 rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
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The Specification discloses coupons and email. But, the Specification does not disclose 
coupons being sent to the user via email. 

Claims 103, 108 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 103, 108 dated 
4/30/10, disclose "wherein said unique identifier is associated with the online service 
address of said client personal computer". 

The Examiner can find not support in the specification as disclosing the features 
of this claim. The citations make reference to printing the user social security number or 
the user online service address. However, the citations make no reference to indicia 
identifying of said client COMPUTER printed on the paper coupon. 

The enablement must be consistent with the scope of the claims. Identifying the 
client computer can be interpreted to mean identification of the client's actual computer. 
This could be accomplished by the utilization of cookies or by recording a processor 
serial number or by recording a user device identification number. 

The claims only have support for identifying the client's computer where this is 
interpreted to be the client's email or social security number or online service address. 
Hence, the Applicant's claims are broader than the specification and the claims are only 
supported in this narrower interpretation of the "client's computer". 
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And, importantly, the BPAI stated on 12/12/2005, in regards to related case 
09/537,793, affirmed this similar 112 rejection as stated above. The BPAI on page 4 
states: 

" We will sustain the examiner's rejection of claims 47, 50, 52 and 53 for the 
reasons argued by the examiner. We agree with the examiner that each of the forms of 
identification discussed in appellants' specification identifies the user only and does not 
identify the user's computer. The user ID barcode, as disclosed, contains information 
which describes the user, not the user's computer. An online identification, such as an 
email address, also identifies the user and not the computer. A user can change 
computers and still receive email at the same address because the email address 
describes the user and not the computer. Thus, appellants' specification does not 
provide support for the recitation that the client computer is identified. Although most 
computer users may only use a single computer so that the identification of the user is 
tantamount to identifying the user's computer, the fact of the matter is that the types of 
identification described in appellants' specification only identify the user of the computer 
and do not uniquely identify the user's computer itself." 

Hence, the "online service address" will be interpreted as online identification or 
email address of the user. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 64, 69, 71 -74, 77-1 1 2 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Von Hohorn (5,227,874) in view of Saigh (5,734,823). 

Claims 103, 108: Von Kohorn discloses hosting at a server, wherein said server 
is configured to control components comprising a central coupon repository and a 
coupon redemption database (Figs. 1, 3, 28, 29, 31, 32; claim 27; 3:31-4:2); 

transmitting between said server and a client personal computer using data 
communications interface means, including a network (Figs. 1 , 3, 28, 29, 31 , 32; claim 
27; 3:31-4:2); 

accessing said server by a potential consumer using said client personal 
computer (Figs. 1, 3, 28, 29, 31, 32; claim 27; 3:31-4:2); 

transmitting a request to download coupons from said client personal computer 
to said server, wherein said request includes providing identification information from 
said potential consumer (claims 5, 6, 27), including demographic information from said 
potential consumer (claim 19, "shoppers' demographic and psychographic 
characteristics"); 

issuing a unique identifier by said server for said client personal computer, 
wherein said unique identifier is associated with the client computer (claims 5, 6, 27; 
3:55-65; 109:10-16). 

Von Kohorn discloses transmitting a coupon management routine from said 
server to said client personal computer, wherein said coupon management routine 
comprises said unique identifier; storing said coupon management routine in memory at 
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said client personal computer. Von Kohorn further discloses the coupon data 
management software being used at least in connection with the printing of coupons 
(col 109, lines 10-16). Also, Von Kohorn discloses enabling a user to download coupon 
data management software to the at least one remote user computer system to be used 
at least in connection with the printing of coupons. Von Kohorn discloses downloading 
or transmitting instructional signals and programming routines (col 2, lines 55-60; col 
109, lines 10-16; col 14, lines 20-25; col 20, lines 57-65; col 26, lines 45-52; col 6, line 
56-col 7, line 27). Von Kohorn further discloses that the programming instructions are 
ordered as a module or in a group (col 5, lines 31 -45; col 4, line 21-35; col 41 , liners 28- 
60). Von Kohorn further discloses that the programmed response unit can print 
incentives (col 2, lines 52-56; col 39, lines 24-31 ; col 41 , lines 52-60; col 1 9, lines 29-34; 
col 20, lines 57-64; col 22, lines 49-55; col 34, line 67-col 35, line 6). Also, Von Kohorn 
discloses that the user's system is specified as a remote system (Fig. 2; page 20, lines 
7-1 1 ). Furthermore, the printer's are associated with the user's system (page 1 6, lines 
5-10). Also, Von Kohorn discloses that instructional signals can be transmitted for 
managing or adjusting coupons:"(85) The latter method has the advantage that a 
sponsor or advertiser can have up-to-date promotional information printed on coupons 
by directing the station which transmits instructional signals to remote locations to 
include in such signals the desired advertising material. A last-minute-telephone call by 
an advertiser to the sub-carrier station with directives to incorporate certain instructional 
signals in the sub-carrier transmission will result in a large number of shoppers being 
alerted to special sales through up-to-the-minute coupon promotions" (col 19, lines 29- 
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39). Hence, Von Kohorn discloses downloading or transmitting instructional signals and 
programming routines where the programming instructions can be ordered as a module 
or in a group that is utilized for coupon adjusting, coupon managing, coupon printing 
which is functionally equivalent to downloading to the one or more remote user systems 
an incentive data management software module. Von Kohorn further discloses 
providing a unique identifier to the client personal computer (3:55-65; 37:1 5-20, "By way 
of example, the validation signal may be encoded with the time of day and date of the 
television program and be combined with a number identifying the remote station or 
user "). Saigh further discloses unique user id downloaded to the computer and used to 
uniquely mark data downloaded to the computer (9:65-10:5; 15:35-50; claim 10). 

Von Kohorn discloses transmitting a request for coupons from said client 
personal computer to said server, wherein said request comprises including an encoded 
version of said unique identifier (claims 5, 6, 27; 10:40-45). 

receiving said request for coupons at said server (claims 5, 6, 27); 

decrypting said encrypted version of said unique data at said server (10:40-45; 
15:25-31; 22:14-20); 

verifying said unique identifier at said server to confirm that said potential 
consumer is a valid user (claims 5, 6, 27); 

transmitting coupons from said server to said client personal computer (claims 5, 
6, 27); and 

storing said coupons in memory at said client personal computer (decrypting said 
encrypted version of said unique identifier at said server), wherein said memory 
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comprises an output buffer residing in random access memory (Fig. 5, item 114, "buffer 
store") Saigh further disclsoes buffer memory that can be used for coupons (8:55-65). 

Also, the Microsoft Press Computer Dictionary Third Edition defines 'personal 
computer' as, "A computer designed for use by one person at a time. Personal 
computers do not need to share the processing, disk, and printer resources of another 
computer." Von Kohorn discloses the utilization of a personal computer by the potential 
customer (Fig. 26; col 75, lines 31-49; col 76. lines 20-33; col 14, lines 20-25). 

Von Kohorn further discloses downloading coupon information from a host to a 
client (col 74, lines 33-55; Fig. 29; col 2, lines 45-57; col 5, lines 56-61 ; col 22, lines 1- 
1 1 ) where the host is a host computer (col 94, lines 32-47) and the client is a client 
computer (Fig. 26). 

Von Kohorn further discloses that the consumer can indicate an interest in a 
product and (col 47, line 40-col 48, line 2) and incentives can be coupons (col 2, lines 
45-52). 

Von Kohorn does not explicitly disclose utilizing the Internet. Von Kohorn further 
discloses that the method can utilize a variety of networks (col 44, line 45-col 45, line 
15; col 88, line 55- col 89, line 15). And, Saigh further discloses hosting an Internet 
website at a server, wherein said server is configured to control components comprising 
a central coupon repository and a coupon redemption database; transmitting between 
said Internet website and a client personal computer using data communications 
interface means, including the Internet (Fig. 1 1 ; 1 4:1 5-1 5:1 0; 2:1 2-35; 8:55-65). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
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the invention was made to add Saigh's utilization of the Internet to Von Kohorn 
transmitting coupons. One would have been motivated to do this because the Internet 
is a readily available network for transmitting information. 

Von Kohorn does not explicitly disclose wherein said unique identifier is 
associated with the online service address of said client computer. Please see the 1 1 2 
rejection above. Von Kohorn does not explicitly disclose an online service provider or 
an online service address. As noted above, Von Kohorn discloses wherein said client 
personal computer is associated with said potential consumer based upon an identifier 
of said client personal computer; wherein said identifying indicia includes said identifier 
of said client personal computer; and printing the unique identifier on the coupon. 

Von Kohorn does not explicitly disclose that the unique identifier is online service 
address. Examiner notes that Applicant's "online service address" is minimally defined 
(page 16:20-17:5 of Applicant's Specification): 

"In addition to the usual coupon information found in prior art coupons (e.g. 
redemption amount, company and product name, expiration date, etc.), the 
coupons 18 of the preferred embodiment of the present invention contain 
user-specific data in the form of a unique user bar code 90, as shown 
graphically in FIG. 5. The user bar code 90 is encoded with user-specific 
information such as the user name and/or other unique identification criteria 
such as a social security number or online service address . This information 
renders each printed coupon 18 unique, since an otherwise similar coupon 
presented by a different consumer will comprise a different user bar code 90." 
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This is the only occurrence of online service address. The Specification does 
mention email Internet address (Page 32:20-25): "In this embodiment, the downloaded 
coupon management routines are encoded with a unique user identification number, 
which may be for example the user's email Internet address ." 

And, very importantly, the BPAI stated on 12/12/2005 on page 4, in regards to 
related case 09/537,793: 

" We will sustain the examiner's rejection of claims 47, 50, 52 and 53 for the 
reasons argued by the examiner. We agree with the examiner that each of the forms of 
identification discussed in appellants' specification identifies the user only and does not 
identify the user's computer. The user ID barcode, as disclosed, contains information 
which describes the user, not the user's computer. An online identification, such as an 
email address, also identifies the user and not the computer. A user can change 
computers and still receive email at the same address because the email address 
describes the user and not the computer. Thus, appellants' specification does not 
provide support for the recitation that the client computer is identified. Although most 
computer users may only use a single computer so that the identification of the user is 
tantamount to identifying the user's computer, the fact of the matter is that the types of 
identification described in appellants' specification only identify the user of the computer 
and do not uniquely identify the user's computer itself." 

Hence, the "online service address" will be interpreted as online identification or 
email address of the user. 
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Saigh further discloses unique user id downloaded to the computer and used to 
uniquely mark data downloaded to the computer (9:65-1 0:5; 1 5:35-50). And, Saigh 
discloses identifying users by e-mail when users correspond concerning coupons and 
promotions (14:25-30, "Users may even shop electronically by manipulating the 
promotional and commercial information and placing orders through E-Mail from a 
personal reader/computer or by ordering directly from an interactive promotional Book 
Bank). Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add Saigh's identifying users via e-mail address to 
Von Kohorn's printing user identifiers on coupons. One would have been motivated to 
do this in order to better provide a way of identifying users on coupons. As a further 
example of how this is obvious, MPEP 2144.06.11 states that substituting equivalents 
known for the same purpose is obvious. The user identifiers in Von Kohorn and e-mail 
identifier in Saigh are both user identifiers. Hence, it is obvious that the e-mail identifier 
in Saigh can be substituted for the identifier in Von Kohorn (MPEP 2144.06.11). 

Von Kohorn does not explicitly disclose wherein said coupon management 
routine includes an offline coupon management routine file. However, Saigh discloses 
wherein said coupon management routine includes an offline coupon management 
routine file (claims 16, 17; Fig. 12, "Reader" device). Hence, it would be obvious that 
Von Kohorn can manipulate the coupons stored locally when not connected to the 
central station. One would be motivated to do this to better allow users to work even if a 
connection is not present. 
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Von Kohorn does not explicitly disclose wherein said request comprises including 
an encrypted version of said unique identifier, or decrypting said encrypted version of 
said unique identifier at said server. 

However, Von Kohom discloses the utilization of encryption related to identifying 
indicia (col 10, lines 40-45) and Von Kohorn discloses encoding and decoding (Fig. 7, 
'Coder'; Fig. 8, 'Decoder'). 

Von Kohorn further discloses the user transmitting the unique user identifier and 
also that the user identifier can be a code (col 61 , lines 34-55; col 1 05, lines 51 -65; 
claims 5, 6). Von Kohorn further discloses that codes, encoding, and encryption are 
related (col 10, lines 40-45). 

And, Saigh further discloses utilizing encryption or encoding (col 1 5, lines 10-16; 
claim 10; col 15, line 10-col 17, line 32). Also, Saigh in Figure 12 discloses utilizing the 
User's ID and Serial Number in 2 nd Level Encryption procedures. And, Saigh Figure 8 
discloses that a customer enters a site and that a user id and pin or password are 
entered and transmitted to a central site (Figure 8). And, Saigh discloses reading an 
encrypted user id and password (Saigh, claim 10). Saigh further discloses transmitting 
an encoded user id to a central site (col 9, lines 33-64 and col 1 0, line 40-col 1 1 , line 19; 
col 9, lines 50-60). And, Saigh further discloses using common encryption procedures 
for encrypting data transmitted (Saigh, 15:58-16:10, "well known encryption 
algorithms... The DCP contains the structure to encrypt and decrypt data using National 
Bureau of Standards encryption algorithms."). 
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And, Saigh discloses a variety of encryption techniques and that a variety of 
information that is communicated or transmitted can be encrypted (col 15, line 35-col 
17, line 33; col 15, lines 37-47; col 15, line 59-col 16, line 10; col 17, line 20-33) 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made that Von Kohorn transmitting of unique user identifiers 
in the form of codes can also be in the form of encryption. One would have been 
motivated to do this in order to better secure the communications of the unique identifier 
of the user. 

Alternatively, Von Kohorn discloses encoding and decoding (Fig. 7, 'Coder'; Fig. 
8, 'Decoder'). Von Kohorn discloses the central station encoding and the response unit 
(user unit) decoding. And, as noted above, Von Kohorn discloses that encoding, and 
encryption are related (col 10, lines 40-45). And, the MPEP 2144.04 VI discloses that 
reversal or duplication is an obvious modification. Hence, reversing Von Kohorn so that 
the user unit encodes and the central station decodes is an obvious modification. Or, 
duplicating the encoder of the central station into the user unit and duplicating the 
decoder of the user unit into the central station is an obvious modification. And, in 
regards to Saigh, it is obvious that the encryption of transmission that occur from the 
central site to the user site can also occur for transmissions from the user site to the 
central site. Hence, transmitting the unique user identifiers in encrypted form is an 
obvious form of reversal or duplication. 

Also, It is the combination of Von Kohorn and Saigh or, alternatively, the 
combination of Von Kohorn and Saigh and Crawford (below) that renders encryption of 
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transmitted identifier obvious. As noted above, Von Kohorn discloses transmitting 
identifier. Von Kohorn discloses encryption and decrypting (10:40-45; 15:25-31 ; 22:14- 
20). And, Saigh discloses that a wide variety of information can be encrypted prior to 
transmission. Please see the citations above. Also, Crawford particularly shows 
encrypting the identifier (see below). 

Also, Saigh further discloses a central database (Fig. 11) and e-commerce 
including further features related to downloading and using coupons (14:1 5-15:1 0). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to add Saigh's further coupon features to Von Kohorn's coupon 
downloading. One would have been motivated to do this in order to better offer 
coupons. 

Claim 64: The prior discloses the method of claim 63, wherein the stored coupon 
information is stored in a repository at the internet-accessible location (Von Kohorn, 
claims 28, 29; Fig. 7; Saigh, 14:15-15:10; Fig. 11). 

Claim 69. The prior art further wherein storing information pertaining to a group of 
available coupons further comprises storing advertising materials provided by one or 
more coupon issuers or coupon distributors (Von Kohorn, Fig. 33; Saigh 14:15-15:10). 

Claim 71. The prior discloses the method of claim 69, wherein displaying coupon 
information further comprises displaying the advertising materials (Von Kohorn Fig. 33, 
item 1007). 
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Claim 72. The prior discloses the method of claim 63, wherein registration 
associates the user with an account (Von Kohorn, claim 5, 6; 3:57-65; 37:1 5-20; 1 06:1 5- 
23). 

Claim 73. The prior discloses the method of claim 72, wherein a household of 
users may be linked through the account (Von Kohorn, 3:57-65). 

Claim 74. The prior discloses the method of claim 72, wherein a household of 
users may be linked through one account (Von Kohorn, 3:57-65). 

Claim 77: The prior art discloses wherein fixed coupon format data is 
downloaded with the coupon data management software (Von Kohorn, claim 27; 37:15- 
20; 3:57-65; 3:31-37; claim 5, 6). Note that the user id is downloaded to the client 
device and that the user id is printed on the coupon and that the user id functions as 
fixed coupon data (see Applicant's Fig 3 of Applicant's Specification.). 

Claim 78: . The prior art discloses wherein fixed coupon format data is 
downloaded with the coupon data management software, and is used to format data 
downloaded to the computer when a user requests a coupon to be printed (Von Kohorn, 
claim 27; 37:1 5-20; 3:57-65; 3:31 -37; claim 5, 6). Note that the user id is downloaded to 
the client device and that the user id is printed on the coupon and that the user id 
functions as fixed coupon data (see Applicant's Fig 3 of Applicant's Specification.). 

Claim 79. The prior discloses the method of claim 63, wherein the displayed 
coupon information includes a product for which a coupon is available, and a discount 
for that product (Von Kohorn Fig. 33). 
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Claim 80. The prior discloses the method of claim 63, wherein a coupon has a 
redemption discount amount associated with a product, and the redemption discount 
amount for a user depends on certain demographic information associated with the user 
(Von Kohorn 102:65-70; 102:30-109:2; Fig. 33). 

Claim 81 . The prior discloses the method of claim 63, wherein the coupons 
available to a user are based on at least selection history information for the user (Von 
Kohorn 106:4-10; 102:30-109:2). 

Claim 82: Von Kohorn does not explicitly disclose wherein the wherein the 
coupons available to a user are sorted by categories. However, Von Kohorhn discloses 
coupons and shopping lists (Von Kohorn Fig. 33, 34). Von Kohorn further discloses the 
user picking mutltiple coupons (Von Kohorn claim 27;1 02:30-1 09:5 ). And, Saigh 
discloses coupons and catalogs (Saigh 14:15-15:10). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made that 
Von Kohorn's multiple coupons selected can be organized into different categories 
similar to how a catalog can be organized. One would have been motivated to do this in 
order to better allow selection of coupons. 

Claim 83. The prior discloses the method of claim 63, further comprising 
providing a user with a shopping list relating to at least one selected coupon (Von 
Kohorn Fig. 33, the printout includes the related product information for the coupon 
selected). 

Claim 84. The prior discloses the method of claim 83, wherein the shopping list is 
printed along with the at least one selected coupon (Von Kohorn Fig. 33; 3:31-37). 
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Claim 85. The prior discloses the method of claim 83, wherein the shopping list is 
printed separate from the at least one selected coupon (Von Kohorn Fig. 34). 

Claim 86: The prior art discloses the above. Von Kohorn does not explicitly 
disclose wherein printing further comprises printing a unique bar code on the coupon. 

However, Von Kohorn discloses uniquely identifying the coupon (2:20-25; 3:31- 
37). And, Von Kohorn discloses utilizing bar codes for identifying particular tickets 
(98:25-32). Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made that Von Kohorn can use bar codes to identify 
coupons. One would have been motivated to do this in order to better identify coupons. 

Claim 87. The prior discloses the method of claim 86, wherein the bar code 
includes a unique identifier (Von Kohorn claim 27). 

Claim 88. The prior discloses the method of claim 63, wherein each coupon 
printed is unique (Von Kohorn claim 27). 

Claim 89. The prior discloses the method of claim 63, wherein each coupon 
printed is printed with a unique bar code (see claim 86 preceding) including unique 
identification information (Von Kohorn claim 27). 

Claim 90. The prior discloses the method of claim 63, wherein each coupon 
printed is printed with a unique information number (Von Kohorn claim 27; 37:15-20). 

Claim 91 . The prior discloses the method of claim 63, wherein each coupon 
printed is printed with a unique bar code (see claim 86 preceding) including unique 
identification information based on information stored on the computer (Von Kohorn 
claim 27; 37:15-20). 
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Claim 92. The prior discloses the method of claim 63, wherein each coupon 
printed is printed with user- specific information (Von Kohorn, Fig. 33). 

Claim 93: Von Kohorn does not explicitly disclose setting a flag to render a 
coupon unprintable after it has been printed to protect against fraud. However, Von 
Kohorn discloses unique coupons (claim 27; 37:15-20). And, Saigh discloses printing 
limits to prevent fraud or theft (6:47-60). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to combine the features of the 
two inventions since the claimed invention is merely a combination of old elements, and 
in the combination each element merely would have performed the same function as it 
did separately, and one of ordinary skill in the art would have recognized that the results 
of the combination were predictable. 

Claim 94. The prior discloses the method of claim 63, further comprising: 
receiving redemption information regarding one or more printed coupons that have 
been redeemed; and storing the redemption information at the internet-accessible 
location (Von Kohorn Fig. 33; 102:30-109:2). 

Claim 95. The prior discloses the method of claim 94, wherein the redemption 
information is associated with a user associated with the computer (Von Kohorn, 3:57- 
65). 

Claim 96. The prior discloses the method of claim 94, wherein the redemption 
information is associated with an account associated with the computer (Von Kohorn, 
3:57-65). 
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Claim 97. The prior discloses the method of claim 63, further comprising: 
receiving redemption information and using the received redemption information to 
generate at least one subsequent coupon targeted specifically at the user (Von Kohorn , 
106:5-10). 

Claim 98: Von Kohorn does not explicitly disclose wherein the at least one 
subsequent coupon is provided to the user via an electronic mail message. However, 
Von Kohorn discloses electronic coupon distribution (see citations above). And, Saigh 
discloses email and coupons and shopping (14:25-31). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made that 
Von Kohorn's electronically distributed coupons can be distributed via email. One 
would have been motivated to do this in order to better provide a coupon distribution 
method of convenience to the user. 

Claim 99. The prior discloses the method of claim 97, wherein the at least one 
subsequent coupon is downloaded from the Internet accessible location (Von Kohorn, 
claim 27). 

Claim 100. The prior discloses the method of claim 97, wherein the at leastone 
subsequent coupon is provided to the user at a regular interval (Von Kohorn, 103:13- 
16). 

Claim 1 01 . The prior discloses the method of claim 97, wherein the at least one 
subsequent coupon is for a product other than a product covered by a redeemed printed 
coupon (Von Kohorn, 102:40-103:45). 
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Claim 102. The prior discloses the method of claim 97, wherein the at least one 
subsequent coupon is for a same product covered by a redeemed printed coupon, but 
has a different monetary value (Von Kohorn, 102:65-70). 

Claim 104, 109. Von Kohorn further discloses the method of claim 103, further 
comprising: modifying, by said server, the value of said coupon after said potential 
consumer downloads a coupon (80:20-35; 83:10-35). 

Claim 1 05, 11 0. Von Kohorn further discloses the method of claim 1 03, further 
comprising: updating, by said server, the coupon data stored in said client personal 
computer, without required interaction from said potential consumer, if said potential 
consumer in online (80:20-35; 83:10-35). 

Claim 1 06, 111. Saigh further discloses the method of claim 1 03, further 
comprising: transmitting printable coupon data from said output buffer to a retailer for 
electronic coupon redemption (2:14-34; 8:55-65, "buffer memory"; 14:15-31, "shop 
electronically by manipulating the promotional and commercial information and placing 
orders"; Fig. 6, "buffer"). 

Claim 1 07, 11 2. Von Kohorn further discloses the method of claim 1 03, further 
comprising: transmitting a file containing user-specific data associated with coupons 
redeemed by said potential consumer from a retailer to said coupon redemption 
database, wherein said coupon redemption database transmits said file to said central 
coupon repository; analyzing (1) said file, (2) information regarding all coupons available 
by coupon issuers, (3) information regarding all coupons selected by said potential 
consumer, (4) information regarding all coupons printed by said potential consumer, and 



Application/Control Number: 09/879,823 Page 21 

Art Unit: 3622 

(5) demographic information regarding said user, by said central coupon repository in 
order to compile a subsequent coupon package for said potential consumer; and 
transmitting said subsequent coupon package from said server to said potential 
consumer (claim 27; 3:33-4:2). 

Claims 64, 69, 71 -74, 77-1 1 2 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Von Hohorn (5,227,874) in view of Saigh (5,734,823) in view of 
[Crawford (6,411,943) OR Crawford (7,080,051)]. 

Please see the rejections stated above. 

And, note the addition of the Crawford reference to the rejection stated above. 
Von Kohorn does not explicitly disclose encrypting the transmitted unique user 
identifier. 

However, Crawford (6,41 1 ,943) discloses encrypting the transmitted unique user 
identifier (claim 14). 

Alternatively Crawford (7,080,051) discloses encrypting the transmitted unique 
user identifier (Claim 1 ; also, see claim 3 preamble; and, claims 3, 10, 13-17 and 20- 
22). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made that Von Kohorn's transmitted unqiue identifier can be 
encrypted. One would have been motivated to do this in order to better secure the 
validity of the unique identifier of the user. 

Dependent claims: Please see the rejection of the dependent claims above. 
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Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
not found persuasive. Please see rejection above. 

Examiner further notes that this office action is in after the February 8, 2006 
decision by the Board of Patent Appeals and Interferences (BPAI) which affirmed 
the Examiner in the rejection of the claims. 

Also, on 4/30/10, Applicant entered new independent claims 103 and 108. 
These new claims are rejected above. Also, Applicant entered new dependent claims 
1 04-1 07 and 1 09-1 1 2. These new dependent claims are rejected above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arthur Duran whose telephone number is (571)272- 
6718. The examiner can normally be reached on Mon- Fri, 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Arthur Duran/ 

Primary Examiner, Art Unit 362253 
5/13/2010 
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